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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 1-12 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-12 is/are rejected. 
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Application Papers 
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10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 1625 

DETAILED ACTION 

This application was filed 10/9/2003 and is a CON of PCT/JP02/ 03685 
(4/12/2002). Claims 1-12 are before the Examiner. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 5, 9 and 10 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Use of is not proper statutory subject matter. 

Double Patenting 

3. Claim 4 is objected to under 37 CFR 1.75 as being a substantial duplicate of 
claims 1-3. When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). A compound with a use does not further 
limit a compound claim. Correction is required. 
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Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 4, 7 and 8 are rejected under 35 U.S.C 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Specifically, it is unclear as to what is being 
claimed in claims 4, 7 and 8. Are these claims drawn to a compound, composition or a 
method of treating/ use? Correction is required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 7 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Minowa. Minowa teaches RN 192941-99-4P 
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IT 192941-99-4P 

RL: RCT (Reactant) ; SPN (Synthetic preparation); PREP (Preparation); RACT 
(Reactant or reagent) 

(intermediate in prepn. of insecticidal acetoxyquinoiine derivs.) 
RN 192941-99-4 CA 

CN 4-Quinolinol, 6-f luoro-2 , 3-dimethyl-, benzoate (ester) (9CI) (CA INDEX 
NAME) 




O— C-Ph 



as an insecticide which anticipates the instant claims. 



8. Claims 1, 2, 4, 6, 7 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Minowa (US Patent #5,190,952). 
Minowa teaches 
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novel compounds hiving the formula 




2 



3 



wherein R 1 represents a hydrogen atom, a Cj-Cu alkyl, 
Ci-Cia alkeayl. Ci-Ciu cycloalkyi which may be op- 
tionally substituted, phenyUower&lkyl, phenoxylower- 
alkyl, aryl group, a group OR 4 , where R* represents a a 
lower alkyi or aryl group* or a group 



X 

where X represents an oxygen or a sulphur atom; R* 
represents a hydrogen atom, ft tower alkyl group or a 
group — COOR* where ¥? represents a hydrogen atom g 
or ■ lower alkyl group; R 3 represents a hydrogen atom, 
i Cs-C jo alkyl or * C2-C10 atkenyl group, provided that 
R 1 does not represent OR 4 when R 1 ia a hydrogen atom 
and R 3 i* methy k R 2 s^id R* together represent a gro up 
-fCHa)«» wherein m Is 3 or 4, and W represents a by- , 
a^ogen atom, 1 to 4 halogen atoms* a lower alkyl or 1 
lower alkoxy group which may be the same or different 
and with whioh the left-hand nucleus is substituted, 
provided that the compound wherein R 1 represents 
methyl, R.* R 3 and W each represent a hydrogen atom , 
' is excluded. 



4-aeetoxy*2,3-dhneth_yl^^ 



as an insecticide compound and composition which anticipates the instant claims. 



Claim Rejections - 35 USC § 103 
9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



11. Claims 3, 8 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Minowa (US Patent #5,190,952). 
Minowa teaches 
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novel compound* laving the formula 

wherein R 1 represents a hydrogen atom, a Cj-Cjsalkyl> 
Ci-Os dkenyli Cj-Cio cydoalkyt which may be op- 
tionally tubatituted, phenylloweralkyl, phenoxylower- 
alkyl sryj group, a group OR 4 , where R* represents A 3 
lower alkyl or aryl group, or a group 

X 

where X represents an oxygen or a sulphur atom; R 2 
represents a hydrogen atom, a tower alkyl group Of a 
group — COOR* where R 5 represents a hydrogen atom g 
or a lower alkyl group; R 3 represent* a hydrogen atom, 
a Ci-Cid alkyl or a Cr-Qorikenyl group, provided that 
R 1 does not represent OR 4 when R 3 la a hydrogen atom 
and R 3 if methyl; R 2 and R 3 together represent a group 
-4CHa)m» wherein m la 3 or 4, and W represents a hy- , 
drogen atom, I to 4 halogen atom ft lower alkyl ox 1 
lower alkoxy group which may be the same or different 
and with which the kit-hand nucleus is substituted, 
provided that the compound wherein R 1 represent* 
methyl, R*. R 3 and W each represent a hydrogen atom , 
is excluded. 



4^etOXy*2,VoWthyl^ 

as an insecticide compound and composition to treat animals and plants. 

Minowa does not specifically teach the compounds of claim 3 but the above 
listed compound is a 6-fluoro verses compound (44) which is 5,6-difluoro. Minowa 
does not specifically teach noplura, Siphonaptera and Mesostigmata but Minowa does 
specifically teach 



Application/Control Number: 10/681,192 
Art Unit: 1625 



Page 8 



Use of Compoond/lwccticKai ancs Acaruaaai 
Composition 

The compounds of formula (I) are effective for trilling 
harmful insects, for example, Hemiptera such as aphids* 
plaxthoppera, leafhoppers, *nd bugs; Mptdoptera such 
as Tobacco Cutworm, and Diamocdback Moth; Thripi- 
dae such as Thrips palm; Colecptera such at beat ks and 
weevflft; Diptera such as Housefly and moaquitoes; Blat- 
taria such as cockroach*; Acarina Such as Ttirtmychus 
cfnnabarinus and Dtrmatophgoidu JarinQt; Orthoptera- 



which generically encompasses the instant insects. 

It would have been obvious to one of ordinary skill in the art to follow the 



generic teaching of Minowa and make a 5,6-difluoro compound in light of the 6-fluoro 
compound made and the entire generic Markush that encompasses the 5,6-difluoro 
(claim 3) and to expect the compounds of Minowa to treat the insects listed in claims 8 
and 12. Rationale: The Markush of Minowa teaches and encompasses the instant 



difluoro compounds and Minowa teaches that all insects are treatable by the 



compounds encompassed by Minowa. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. Margaret Seaman whose telephone number is 571- 
272-0694. The examiner can normally be reached on 630am-4pm, First Friday Off. ' 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Cecelia Tsang can be reached on 571-272-0562. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Art Unit: 1625 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:// pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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